United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. | 


CONFIRMATION NO. 


10/083,637 


02/27/2002 


Craig Mayo 


3691-368 


1812 



23117 7590 03/05/2007 

NIXON & VANDERHYE, PC 

901 NORTH GLEBE ROAD, 1 ITH FLOOR 

ARLINGTON, VA 22203 



EXAMINER 



LANEAU. RONALD 



ART UNIT 



PAPER NUMBER 



3714 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 03/05/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
fi-om the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



OfficG Action Summon/ 


Application No. 

10/083,637 


Applicant(s) 

MAYO ET AL. 


Examiner 
Ronald Laneau 


Art Unit 
3714 
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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 28 November 2006 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-12 is/are pending in the application. 

4a) Of the above claim(s) . is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) H Claimfs) 1-12 is/are rejected. 

7) 0 Claim{s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet{s) including the correction is required, if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

.1 ) EI Notice of References Cited (PTO-892) 4) □ Inten/iew Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statemenl(s) (PTO/SB/08) 5) □ Notice of Infomial Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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Response to Appeal Brief 



1. In view of the Appeal Brief filed on 11/28/06, PROSECUTION IS HEREBY 
REOPENED. A non-final rejection is set forth below. 

To avoid abandonment of the appHcation, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.1 1 1 (if this Office action is non-final) or a reply under 37 
CFR 1 . 1 1 3 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed by an 
appeal brief under 37 CFR 41.37. The previously paid notice of appeal fee and appeal brief fee 
can be applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41.20 have 
been increased since they were previously paid, then appellant must pay the difference between 
the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing 

below: 
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Claim Rejections - 35 USC §101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-12 are rejected imder 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. The basis of this rejection is directed set forth in a two-prong 
test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete and tangible result. 

For a claimed invention to be statutory, the claim must be within the technological arts. 
Mere ideas in the abstract that do not apply, involve, use or advance the technological arts fail to 
promote the progress of science and the useful arts. For a process, the recited process must 
somehow apply, involve, use or advance the technological arts. Mere intended or nominal use of 
a component, albeit within the technological arts, does not confer statutory subject matter to an 
otherwise abstract idea if the component does not apply, involve, use or advance the underlying 
process. Such is the case here, there is no recited component in the recited process that would 
render the claims statutory. 

The examiner recommends by way of an example only recitation of a computer within 
the body of the claim if the specification supports such an amendment. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mahoney (US 
2002/0128876 Al) in view of Lowell et al (US 2002/0073012 Al). 
As per claim 1, Mahoney discloses a method of handling vehicle warranty claims that 
includes a customer taking a damaged vehicle to a retailer (see abstract), a technician (expert) 
analyzing the damage and determining the cause of the damage (page 

1, [0014]), processing the claim to get the damage repaired depending on the nature of the 
damage (page 3, [0030] - [0032]), and informing the customer whether the damage is covered by 
the warranty (inherent feature because a customer has to be notified whether or not the damage 
on his vehicle is under warranty). Mahoney does not explicitly disclose that the damage of the 
vehicle is to the window but Lowell discloses a system wherein vehicle service such as window 
repair or replacement can be performed on a vehicle under ia warranty program as claimed (page 

2, [0026] and page 5, [0050]). 

It would have been obvious for one of ordinary skill in the art at the time the invention 
was made to utilize the window repair or replacement program as taught by Lowell into the 
system of Mahoney because it would allow a consimier to simply and efficiently order services 
to their vehicle and also provide a list of available repair and service businesses that are qualified 
to perform the repair. 

As per claims 2-4, it would have been obvious for the skilled artisan to order replacement 
parts fi'om the appropriate sources and to bill for services and the parts accordingly. 
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5. Claims 5-12 are rejected under 35 U.S.C. 103(a) as being unpatentable oyer Mahoney 
(US 2002/0128876 Al) in view of Lowell et al (US 2002/0073012 Al) and further in 
view of Busche (US 6,493,723). 

As per claims 5-7, see above rejection. The method of Mahoney and Lowell differs from 
the claimed method in that it does not incliide providing the retailer with statistical information 
and analysis regarding warranty claims (claims 5-7). 

On the other hand, Busche discloses a method of handling vehicle warranty claims that 
includes providing the retailer with statistical information and analysis regarding warranty claims 
(col. 1 0, line 23+, col. 1 1 , line 50+). 

Accordingly, it would have been obvious for one of ordinary skill in the. art at the time 
the invention was made to utilize the window repair or replacement program as taught by Lowell 
into the system of Mahoney because it would allow a consumer to simply and efficiently order 
services to their vehicle and also provide a list of available repair and service businesses that are 
qualified to perform the repair. And it would have been obvious for one having ordinary skill in 
the art at the time the invention was made to modify the combined methods of Mahoney and 
Lowell to include providing the retailer with statistical information and analysis regarding 
warranty claims, as taught by Busche, to help provide retailers with a better understanding of the 
products and warranty claims that occur. 

As per claims 8-12, Mahoney discloses a method of handling vehicle warranty claims 
that includes a customer taking a damaged vehicle to a retailer (see abstract), a technician 
(expert) analyzing the damage and determining the cause of the damage (page 1, [0014]), 
processing the claim to get the darriage repaired depending on the nature of the damage (page 3, 



Application/Control Number: 1 0/083,637 Page 6 

Art Unit: 3714 

[0030] - [0032]), and informing the customer whetheir the damage is covered by the warranty 
(inherent feature because a customer has to be notified whether or not the damage on his vehicle 
is under warranty). 

It would have been obvious for one of ordinary skill in the art at the time the invention 
was made that the damage to the vehicle could have been a variety of types of damage including 
windows. 

As per claims 10 and 11, the method includes ordering replacement parts from the 
appropriate sources to bill for services and the parts (col. 8, line 9+). 

The method of Mahoney differs from the claimed method in that it does not include 
providing the retailer with statistical information and analysis concerning warranty claims 
(claims 5-7). 

On the other hand, Busche discloses a method of handling vehicle warranty claims that 
includes providing the retailer with statistical information and analysis regarding warranty 
claims, as taught by Busche, to help provide retailers with a better understanding of the products 
and warranty claims that occur. 

Response to Arguments 
6. Applicant's arguments with respect to claims 1-12 have been considered but are moot in 
view of the new ground(s) of rejection. 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ronald Laneau whose telephone number is (571) 272-6784. The 
examiner can normally be reached on 7:30 - 3:00. 



supervisor, Robert Pezzuto can be reached on (571) 272-6996. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 



may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 



Application Information Retrieval (PAIR) system. Status information for published applications 




Ronald Laneau 
Primary Examiner 
Art Unit 3714 
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